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1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 12-13, 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stringer, EP 601,500 in view of Carroll, patent number 6,530,019. 

Stringer teaches a personal computer system with usable software comprising: a 
processor, a storage device and programs loaded on the storage device in such a way 
as to make the programs unusable (col. 5, lines 35-45, col. 13, lines 25-35, 50-55, col. 

14, lines 5-10, 15-25, col. 9, lines 3-10); a module associated with the processor for 
selecting certain of the programs loaded on the pc including a user input which can add 
or delete programs from a listing of programs which are appropriate for that user (col. 

15, lines 4-5, 15-20, 40-45); a module associated with the processor and responsive to 
the selecting of programs to make the selected programs active and usable (col. 10, 
lines 25-30, col. 1 1 , line 50 - col. 1 2, line 25); and a module associated with the 
processor to make the programs which were not selected permanently unusable 
including erasing from the storage device the programs not selected (col. 14, lines 39- 
40, col. 16, lines 1-5). 

Carroll teaches a processor, storage device, and programs loaded on the storage 
device in such a way as to make the programs unusable (col. 3, line 60 - col. 4, line 15, 
col. 2, lines 20-25). It would have been obvious to one having ordinary skill in the art at 
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the time of the invention to have made the programs of Stinger entirely unusable since 
this would have been adopted for the intended use of requiring acceptance of a 
software contract, in this case informing the user of limitations of the trial version, and/or 
enforcing payment if the trial version is not free. Alternatively, it would have been 
obvious to have the selection of desired programs as in Stinger in the system of Carroll 
since this would have been adopted for the intended use of limiting costs to only those 
programs that are desired by the user and/or would have allowed the user to save 
space on his/her system as taught by Stinger. 

3. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stringer, EP 601 500 in view of Carroll as above, further in view of Wiedemer, patent 
number 5,155,680. 

Stringer teaches a method of installing a variable selection of software programs 
comprising: loading onto the personal computer storage a plurality of software programs 
in unusable form (col. 5, lines 35-45, col. 13, lines 25-30, 50-5, col. 14, lines 5-10, 15- 
25); selecting the programs which are needed for the pc (col. 15, lines 4-5, 15-20, 40- 
45); converting from unusable form into usable form the programs which have been 
selected (col. 10, lines 25-30, col. 1 1 , line 50 - col. 12, line 25); storing the converted 
programs in usable form in the pc (col. 11, lines 15-20, col. 8, lines 25-30); and paying 
royalties only on programs which have been selected (col. 13, lines 35-45). Stringer 
also teaches a method of loading each computer with the superset of programs, each 
being in unusable form (original version unusable col. 13, lines 20-35, col. 6, lines 35- 
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40, col. 15, lines 1-5, 15-25), selecting the subset of programs which are appropriate for 
the given computer and converting the programs into usable form and storing them on 
the hardfile of the personal computer (col. 13, lines 40-45, col. 1 1 , lines 5-15, col. 1 1 , 
line 50 - col. 12, line 25). Stringer also teaches erasing software programs that were 
not selected (col. 15, lines 15-20). While Stringer teaches paying royalties only on 
programs which have been selected and subsequently converted and stored, Stringer 
does not show paying after selection, conversion, and storing in usable form. 
Carroll teaches a processor, storage device, and programs loaded on the storage 
device in such a way as to make the programs unusable (col. 3, line 60 - col. 4, line 15, 
col. 2, lines 20-25). It would have been obvious to one having ordinary skill in the art at 
the time of the invention to have made the programs of Stinger entirely unusable since 
this would have been adopted for the intended use of requiring acceptance of a 
software contract, in this case informing the user of limitations of the trial version, and/or 
enforcing payment if the trial version is not free. Alternatively, it would have been 
obvious to have the selection of desired programs as in Stinger in the system of Carroll 
since this would have been adopted for the intended use of limiting costs to only those 
programs that are desired by the user and/or would have allowed the user to save 
space on his/her system as taught by Stinger. 

Wiedemer teaches a billing method which would include payment after selection, 
conversion, and storage in usable form (see at least col. 4, lines 64 - col. 5, line 5, col. 
6, lines 50-55, col. 8, lines 25-50). It would have been obvious to one having ordinary 
skill in the art at the time of the invention to have implemented the billing method of 
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Wiedemer where applications are first deciphered in the system of Stringer since the 
billing of Wiedemer would have offered convenience to the user of Stringer where one 
payment can be made at one time for the list of software converted rather than repeated 
payments for each code number of Stringer. 

4. Claims 1-2, 4-6, 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stringer and Carroll as above, further in view of Casey et al., patent number 
6,243,745. 

Stringer teaches a personal computer system initially loaded with software including 
selected and non-selected software in unusable form (original version unusable col. 13, 
lines 20-35, col. 6, lines 35-40, col. 15, lines 1-5, 15-25), with the selected software later 
converted and loaded thereon in usable form (col. 13, lines 40-45, col. 11, lines 5-15, 
col. 11, line 50 - col. 12, line 25), the computer including a processor, a storage device 
coupled to the processor for storing programs therein (col. 13, lines 20-55), with 
selected programs stored in the storage device in usable form after conversion from 
unusable form having been converted by the processor from unusable form and stored 
in usable form with non-selected programs not being converted into usable form and 
creating a list of the selected software for paying royalties on only the selected software 
(col. 10, lines 25-30, col. 13, lines 20-50, col. 15, lines 40-45). Stringer also teaches the 
processor includes a software module which erases the non-selected software to 
remove it from the computer (col. 15, lines 15-25); the computer includes a software 
module for converting the selected software from an encrypted form into an 
unencrypted form (col. 6, lines 35-40, col. 1 1 , lines 20-32) and the list of selected 
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software upon which a royalty is paid includes the software which is converted from 
encrypted to unencrypted form (col. 15, lines 1-10). 

Carroll teaches a processor, storage device, and programs loaded on the storage 
device in such a way as to make the programs unusable (col. 3, line 60 - col. 4, line 15, 
col. 2, lines 20-25). It would have been obvious to one having ordinary skill in the art at 
the time of the invention to have made the programs of Stinger entirely unusable since 
this would have been adopted for the intended use of requiring acceptance of a 
software contract, in this case informing the user of limitations of the trial version, and/or 
enforcing payment if the trial version is not free. Alternatively, it would have been 
obvious to have the selection of desired programs as in Stinger in the system of Carroll 
since this would have been adopted for the intended use of limiting costs to only those 
programs that are desired by the user and/or would have allowed the user to save 
space on his/her system as taught by Stinger. 

Casey teaches selecting programs based on the user's position, or function, and 
requirements (col. 6, lines 35-40, col. 7, lines 35-45). It would have been obvious to 
one having ordinary skill in the art at the time of the invention to have selected programs 
based on the user's position and requirements as in Casey in the system of Stringer, for 
example, as an option in the order entry window of Stringer, since selecting programs 
based upon the user's position and requirements would have been adopted for the 
intended use of providing a procedure which offers time saving advantages of 
automatically activating needed programs over the individual activation of each program 
needed of Stringer. It also would have been obvious to have deleted applications 
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unrelated and unneeded to the user's function since this would have saved space on 
the user's computer as taught in Stringer. It also would have been obvious to have 
converted the selected software from a compressed form to an uncompressed form 
since this is well known in the art for saving disk space and since saving disk space is 
an advantage addressed in Stringer. 

5. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Stringer 
and Carroll in view of Casey et al. as applied to claim 1 above, and further in view of 
Wiedemer, patent number 5,155,680. 

Wiedemer teaches a list of selected software upon which a royalty is paid is the 
software which is converted from unusable to usable form (see at least col. 4, lines 64 - 
col. 5, line 5, col. 6, lines 50-55, col. 8, lines 25-50). It would have been obvious to one 
having ordinary skill in the art at the time of the invention to have implemented the 
billing method of Wiedemer where applications are first deciphered in the system of 
Stringer/Casey since the billing of Wiedemer would have offered convenience to the 
user of Stringer where one payment can be made at one time for the list of software 
converted rather than repeated payments for each code number of Stringer. 

6. Claims 9-11, 16-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stringer and Carroll in view of Wiedemer as applied to claims 7-8 above, and 
further in view of Casey et al., patent number 6,243,745. 

Casey teaches selection of software including identifying the user of the computer (fig. 

7. col. 7, lines 35-37), identifying the job function of the user and selecting software that 
is appropriate for the job function (col. 6, lines 35-40, col. 7, lines 35-45). It would have 
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been obvious to one having ordinary skill in the art at the time of the invention to have 
selected programs based on the user's position and requirements as in Casey in the 
system of Stringer, for example, as an option in the order entry window of Stringer, 
since selecting programs based upon the user's position and requirements would have 
been adopted for the intended use of providing a procedure which offers time saving 
advantages of automatically activating needed programs over the individual activation of 
each program needed of Stringer. It also would have been obvious to have listed the 
software for the user and his job function for selection since this would have been 
adopted for the intended use of customization while providing the advantage of limiting 
choices of software desired for designated users. 

7. Applicant's arguments filed on 1/26/04 have been fully considered but they are 
not persuasive. 

The applicant argues that Stringer does not teach the software is unusable. To the 
extent that the software is encrypted and of limited functions, where full use is not 
permitted, and is only fully usable upon payment and receiving the code, Stringer 
teaches pre-loading unusable software. The limited functions could be so limited that 
only a view of the software is provided (animated demonstration), but, overall, cannot be 
used as is known in the software art (Stringer, col. 3, lines 37-45). The difference lies in 
the degree of functionality chosen by the software developers. 
Carroll teaches the need for enforcing and verifying software contracts and/or copyright 
agreements where the software is disabled until the user agrees to a software contract. 
Given the scale of what can be considered as usable or unusable, Carroll shows the 
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desire of placing software protection above a limited trial basis to software developers 
thereby establishing a motive for making the software entirely unusable in Stringer. 
In response to applicant's argument that the combination would do clear violence, the 
test for obviousness is not whether the features of a secondary reference may be bodily 
incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the 
test is what the combined teachings of the references would have suggested to those of 
ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 
Carroll teaches the need and desire to protect the software from pirating. Considering 
the combination with Stringer, this can be accomplished by fully encrypting the original 
version. Alternatively, it would have been obvious to have the selection of desired 
programs as in Stinger in the system of Carroll since this would have been adopted for 
the intended use of limiting costs to only those programs that are desired by the user 
and/or would have allowed the user to save space on his/her system as taught by 
Stinger. 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to M Kemper whose telephone number is 703-305-9589. 
The examiner can normally be reached on M-F (9:00-5:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric W. Stamber can be reached on 703-305-8469. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 872-9306 
for regular communications and (703) 872-9306 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 



1113. 



M Kemper 
Primary Examiner 
Art Unit 3622 



